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1 . Primary Examiner Charles Goodman has departed the office. Expert Primary 
Examiner Ken Peterson has taken over the case. Applicant's appeal brief, received on 
28 March 07, has been considered. 

An appeal conference was held on 09 March 07 with Supervisory Primary 
Examiner Boyer Ashley, Supervisory Primary Examiner Derris Banks as well as Expert 
Primary Examiner Ken Peterson. 

During this conference, it was determined that the 103 rejection should be 
maintained and that the new matter rejection, the drawing objection and the 1 12, 2"^ 
^ paragraph rejections should be dropped. Also it was determined that two additional 103 
rejections and additional 112, 2"^ paragraph rejections should be applied. It would be 
inappropriate to continue to the board of appeals without providing all important 
rejections, so prosecution is hereby reopened to add the additional rejections, which 
shall be non-final. 

2. Examiner requests the following information; 

In regards to DE 3927230 to Englert, Examiner would like a more detailed, 
explanation of the motion of the jointing stones relative to the cutting blade. Since 
Englert is also the current inventor, it seems that such information should be readily 
attainable. In particular, Examiner would like to know the length of the jointing stone 
stroke relative to the length of the cutting edge, and whether or not the jointing stone 
stroke went past the end of the cutting edge. Photographs or videos of the machine 
operating would help prosecution. Is a full English translation available? Also desired is 
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any other public art or public recollections of Mr. Englert and company that may be 
pertinent. 

3. Claims 5 and 1 6 are objected to for the following reason; 

In each of claims 5 and 16, there is a method step in the preamble that should be 
in the body of the claims instead. The step of radially advancing the stone should be 
removed from the preamble and placed in the body of the claim to make more clear that 
it is a positive recitation. 

4. Claims 2,4-7 and 16-31 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

All of the independent claims start with "A method of jointing" and at least claims 
5 and 16 have the phrase "performing during jointing". The scope of the temn "jointing" 
is not clear. A review of the prior art shows that in some cases "jointing" is nothing 
more than co-extensive sharpening. In other cases, jointing refers to unclamping the 
blade, aligning it with the stone, and reclamping the blade. Accordingly, it is not clear 
what, if any, method steps should be infenred by the "jointing" terminology employed In 
the claims. It is recommended that Applicant replace the word jointing in the claims with 
less vague language. Attempts to define "jointing" In the specification or remarks is 
unlikely to make the claim definite. 
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In regards to claims 4,19 and 22. it is not clear how stroke speed can be 
compared to rotary speed, since they are measured in different units (m/s versus rpm). 
Accordingly, it is not clear what would or would not infringe on this claim. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 16-19. as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sloan (1 ,531 ,350), who shows a jointing method with most of the 
recited limitations including radially advancing a jointing tool (27) by pivoting it about an 
axle (19), and axially reciprocating the jointing tool by a stroke length that is shorter than 
the length of the jointing tool (lines 53-54, 1®* column on page 2). 

Sloan is silent in regards to what his jointing tool is made out of. Examiner takes 
Official Notice that it is well known for sharpening tools such as this to be made of 
stone. An example of this is the patent to Ruscitti (2,574,499), who uses a stone (40) to 
sharpen and joint a saw blade. It would have been obvious to one of ordinary skill in the 
art to have made Sloan's jointing tool out of stone, as is well known and taught by 
Ruscitti, since stone is a well known sharpening material. 

7. Claims 2,4-7 and 16-31 , as best understood, are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Mann (2,864.210), who shows a jointing machine having 
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many of the recited limitations including the steps of radially advancing the jointing 
stone and then axlally reciprocating the jointing stone. 

Mann's jointing stone is not as axially long as claimed by Applicant. However, 
the courts have long held that it is obvious to increase something to increase the effect 
it has. For example, see St. Regis Paper Co. v. Bemis Co., Inc. 193 USPQ 8, 1 1 . In 
this case, it is obvious to make the stone axially longer to increase it's sharpening effect. 
The courts have also ruled that it is obvious to change a parameter of an invention so 
long as this does not produce any new or unexpected results that are different in kind 
and not merely in degree from the results of the prior art. For example, see In re Alien 
105 USPQ 233. In this case, increasing the axially length of the stone produces an 
expected result of increasing the sharpening action, that is merely a difference of 
degree, and not a difference of kind. 

Accordingly, It would have been obvious to make the stone be any size greater 
than it's current size, since this obviously would increase the sharpening action. 
Indeed, it is difficult to conceive of a more obvious method of increasing the sharpening 
action. To have made the stone longer than half the cutting edge length (claims 
16,23,24 and 28) would have been obvious. To have made the stone longer than 2/3 
the cutting edge length (claims 25,27) would have been obvious. To have made the 
stone longer than the cutting edge length (claim 5) would have been obvious. To have 
made the stone longer than the cutting edge length plus the stroke (claim 2) would have 
been obvious. It's as obvious as making a car larger to hold more people. 
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In regards to at least claims 6.7.20 and 21 , Mann has only one stone, but it is 
well known to employ two or more, as seen in Englert (DE 3927230)(stones 13). It 
would have been obvious to one of ordinary skill in the art for Mann to have employed 
multiple stones, as taught by Englert, in order to have a multiplied sharpening effect. 

8. Claims 2,4-7 and 16-31 , as best understood, are rejected under 35 U.S.C. 103(a) 
as being unpatentable. 

It is well known for a radially advancable jointing stone to be longer than the 
cutting edge upon which it is employed. Examples of this can be seen the patents to 
Thien (4,581 ,856) (figure 6) and Fosterling (1 ,1 14,743)(figure 2). Neither Thien nor 
Fosterling reciprocate their stones axially. However, it is well known for jointing stones 
to be reciprocated axially. Examples of this can be seen in the patents to Englert 
(DE3927230), Mann (2.864,210) and in Applicant's admitted prior art figure 6. This 
axial motion provides an important additional sharpening feature. 

It would have been obvious to one of ordinary skill in the art to have modified the 
likes of Thien or Fosteriing by making the stone reciprocate axially, as taught by the 
likes of Englert, Mann and the admitted prior art, in order to achieve extra sharpening. 
The stroke would intrinsically be multiple times shorter than the cutting edge and 
multiple times shorter than the stone, since having longer strokes would result in the 
ends of the jointing stone not being efficiently employed. 
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In regards to at least claims 2,17, it would have been obvious to have made the 
jointing stone slightly longer (by the length of the stroke), otherwise the middle of the 
cutting edge would be ground more than the ends of the cutting edge. 

In regards to at least claims 6,7,20 and 21 , Thien and Fosterling have only one 
stone, but it is well known to employ two or more, as seen in Englert (DE 
3927230)(stones 13). It would have been obvious to one of ordinary skill in the art for 
Thien or Fosterling to have employed multiple stoneSi as taught by Englert, since this is 
an art recognized equivalent known for the same purpose. 

9. Applicant's arguments filed in the appeal brief have been fully considered but 
they are not persuasive. 

Applicants new figure 7 has been accepted. 

Applicant argues that Thien knew about axially moving stones, but chose not to 
move the stone axially. This is true. Applicant perceives this to be an indication of non- 
obviousness. However, the act of not pursuing a line of thought is most definitely not 
indicative of non-obviousness. Every day, a person makes dozens of decisions not to 
do things that are obvious. This hypothetical person was not necessarily influenced by 
non-obviousness, but instead was most likely influenced by time or money constraints. 
Likewise, there is no evidence that Thien thought axial stone motion in his device to be 
non-obvious, and it is much more likely that Thien did not pursue it due to time or 
money constraints. 
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It is true that the references teach either long stones OR axial reciprocation, but 
not both. However, one must look at the art as a whole to see whether or not it is 
obvious to have both long stones AND axial reciprocation. Both are desirable features 
(as espoused by the respective references), so why has nobody done both? The 
answer is because it costs more and takes more time, not because it's non-obvious. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth E. Peterson whose telephone number is 571- 
272-4512. The examiner can nomrially be reached on Mon-Thur. 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on 571-272-4502. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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